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REMARKS 

A non-final Office Action was mailed September 13. 2006. In the Office Action, claims 
1-9, 21-25, 32-39, 44 and 45 were rejected, and claims 46-52 were withdrawn as being directed 
to a non-elected invention. Claims 10-20, 26-31, and 40-43 were objected to as depending from 
a rejected base claim. Claims 46-52 have been cancelled in this response without j^ejudice to 
pursuit in a continuing application, and claims 53-56 have been added. Reconsideration of the 
present application as amended and including claims 1-45 and 53-56 in view of Ae remaiks that 
follow is respectfully requested. 

Claims 1, 3, 21, 32, 33, and 44 were rejected as being anticipated under 35 USC §102(e) 
by U.S. Patent No. 6,569,169 to De La Barrera et al. De La Bairexa discloses an instrument with 
pivoting gripping elements 21, 22 having teeth on the ends thereof that bite into Ae spinous 
process vAisn, engaged to the spinous process. The instrument also includes a central gripping 
element 23 wiA teeth that bite into the end of the spinous process when gripping elements 21, 22 
are engaged to the sides of the spinous processes. These teetih prevent the gripping elements 21, 
22 from being released from the spinous process except by moving the gripping elements away 
from one another and away from the longitudinal axis. See Figs. 6-7 and accompanying 
disclosure at coL 6, line 6-39. This engagement relationship provides a secure gripping of the 
spinous process and prevents the instrument from moving relative to the spinous process so that 
the instrument can be employed to indicate a position of the spinous process with indicator 40. 

Claim 1, in contrast, recites an arrangement where "said distal arm portions further being 
movable proximally relative to said holder with said actuator assembly upon manipulation of 
said handle assembly to release the implant from between said distal aim portions while said 
holder maintains contact with the implant.*' Gripping elements 21, 22 are not movable 
proximally relative to gripping element 23 to release the spinous process when the gripping 
element 23 is engaged to the spinous process. De La Barrera only discloses an arrangement 
v^diere gripping elements 21 , 22 are rotatable about their respective pivotal coupling location with 
the instrument Furthermore, the teeth of gripping elements 21, 22 would prevent gripping 
elements 21, 22 from moving proximally relative to gripping portion 23 to release the spinous 
process from between gripping elements 21, 22 when gripping portion 23 is engaged to the 
spinous process. Accordingly, De La Bairera fails to disclose the elements arranged as recited in 
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claim 1, and withdrawal of the rejection of claim 1 and claim 3 depending from claim 1 is 
respectfully requested. 

With respect to claim 21, it recites, among other features, ''an implant engaging portion at 
a distal end of the instrument, said mxplant enga^g portion including a holder positiocable in 
contact with the implant and said pair of distal arm portions adjacent said holder, said distal aim 
portions being movable relative to one another to engage the implant therebetween witii said 
holder in contact with the implant, wherein said holder and said distal arm portions are each 
offset to a first side of the longitudinal axis." De La Baireia discloses an arrangement wdiere 
gripping poitidns 21, 22 are offset to opposite sides of longitudinal axis 33, and gripping portion 
23 , asserted to be the holder in the Office Action, is centered on longitudinal axis 3 3 so that it 
contacts the upper side of the spinous process when the gripping elements 21, 22 are moved 
toward the spinous process to engage it on opposite sides. See Figs. 6 and 7, and col. 6, lines 6- 
39. De La Bairera thus fails to disclose an arrangement where gripping elements 21, 22 and 23 
are each offset to a first side of longitudinal axis 33. Therefore, claim 21 distinguishes De La 
Barrera and is allowable^ 

As discussed above, the Office Action indicates thai gripping element 23 is a holder and 
that pivotal gripping elements 21, 22 are arm portions. De La Barrera et al- discloses an 
instrument where the gripping element 23 is movable axially in a constrained manner as a result 
of grqjping elements 21, 22 approaching spinous process 39 along a curved path. As a result of 
this pivoting of gripping elements 21, 22 toward the longitudinal axis, gripping element 23 
moves axially and distally toward the spinoxis process and also moves toward gripping elements 
21, 22 when the teeth of gripping elements 21, 22 bite into the spinous process. See coL 6, lines 
40-51. To release the spinous process and move the gripping elements 21, 22 away from 
gripping element 23> gripping elements 21, 22 are pivoted so to move away from the longitudinal 
axis while also moving away from gripping element 23. Accordingly, De La Barrera et al. feils 
to disclose an instrument with "said actuator assembly being manipulatable with said handle 
assembly to simultaneously translate said distal arm portions away from said holder and toward 
said longitudinal axis" as recited in amended claim 32. Therefore, claim 32 distinguishes De La 
Bairera et al. and withdrawal of this rejection is respectfully requested. 
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Claim 44 has been amended and recites «means for coupling said handle assembly with 
said implant engaging portion, said means being operable with said handle assembly to translate 
said pair of distal arm portions proximally and transversely to the longitudinal axis wherein distal 
ends of said aims portions are located proximally of said holder."* De La Bairera et aL fails to 
disclose any arrangement or means to translate Hie gripping elemeiils 21 , 22 so that the distal 
endsthereofare located proximally of giippingelement23. Accordingly, claim 44 distinguishes 
De La Banrera et al. and withdrawal of fliis basis of the rejection is respectfully requested. 

Claims 2, 4-7, 22-25, 34-36 and 45 were rejected under 35 USC §103(a) as bang 
unpatentable over De La Barrera et aL m view of U.S. Patent No. 6^99,294 to Fuss et al. Claims 
2 and 4-7 depend direcUy or indirectly from claun 1, claims 22-25 depend directly of indirectly 
from claim 21, claims 34-36 depend directty or indirectty from claim 32, and claim 45 depends 
from claim 44. The claims are aUowable at least because the claims 1, 21, 32 and 44 from wbidh 
each depends is patentable for the reasons provided above. Accordingly, withdrawal of this basis 
of the rejection of these claims is respectftilly requested. 

Claims 8, 9 and 37-39 were rejected under 35 USC §103(a) as being unpatentable over 
De La Banera et al. in view of U.S. Patent No. 6,126,674 to Janzen. Claims 8, 9 and 37-39 
depend directly or indirectly from claims 1 and 32, respectively. Claims 8-9 and 37-39 are 
allowable at least because the chums 1 and 32 from \n*ich each depends is patentable for the 
reasons provided above. Accordingly, vwthdrawal of this basis of the rejection of these claims is 

respectfully requested. 

New claims 53-56 have been added. Claim 53 present original claim 40 in independent 
form, and is believed allowable as mdicated in the Office Action. Clauns 54-56 depend from 
claim 52 and correspond to claims 41-43 and are allowable along with claun 53. 
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ReconsidciatioDt of the present application as amended and including claims 1-45 and 53- 
56 is respectfblly requested. ANotice of Allowance is hereby solicited. The Examine is 
welcome td contact the undersigned to fecilitate examination of the present application. 



Respectfully submitted. 



By:. 



Douglas A. Collier 

Reg. No. 43^56 

KriegDeVaultLLP 

One hidiana Squaxe» Suite 2800 

Indianapolis, Indiana 46204-2079 

(317) 238-6333 (voice) 
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